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;^ prior to the effective date of the reference(s) or the activity. Such evidence is sufficient 
because appHcant's possession of what is shovm carries v^oth it possession of variations 
and adaptations w^hich v^ould have been obvious, at the same time, to one of ordinary 
skill in the art. Hov^ever, the affidavit or declaration shov^ must still establish 
possession of the invention (Le., the basic inventive concept) and not just of v^hat one 
reference (in a corrbinationof applied references) happens to show, if that reference 
does not itself teach the basic inventive concept. In re Spiller, 500 F.2d 1 170, 182 
USPQ 614 (CCPA 1974) (Claimed invention was use of electrostatic forces to adhere 
dry starch particles to a wet paper web on the Fourdrinier wire of a paper-making 
machine. 37 CFR 1.131 affidavit established use of electrostatic forces to adhere starch 
particles to wet blotting paper moved over a fhndized bed of starch particles prior to the 
applied reference date. Affidavit was sufficient in view of prior art reference showing that 
deposition of dry coatings direct^ on wet webs on the Fourdrinier v^e of a paper-making 
machine was well known in the art prior to the date of the applied reference. The affidavit 
established possession of the basic invention, ie., use of electrostatic forces to adhere 
starch to wet paper.). 



Applicant may overcome a 35 U.S. C. 103 rejection based on a combination of 
references by showing conpletion of the invention by applicant prior to the effective date 
of any of the references; applicant need not antedate the reference with the earliest filing 
date. However, as discussed above, applicant's 37 CFR 1.131 affidavit must show 
possession of either the whole invention as claimed or something felling within the clainX^s) 
prior to the effective date of the reference being antedated; it is not enough merefy to show 
possession of what the reference happens to show if the reference does not teach the basic 
inventive concept. 

Where a claim has been rejected under 35 U.S.C. 103 based on Reference A in view of 
Reference B, with the effective date of secondary Reference B being earlier than that of 
Reference A, the applicant can refy on the teachings of Reference B to show that the 
differences between what is shown in his or her 37 CFR 1.131 affidavit or declaration 
and the claimed invention would have been obvious to one of ordinary skill in the art prior 
to the date of Reference A. However, the 37 CFR 1.131 affidavit or declaration must still 
establish possession of the claimed invention, not just what Reference A shows, if 
Reference A does not teach the basic inventive concept. 

GENERAL RULE AS TO GENERIC CLAIMS 

A reference or activity applied against generic claims may (in most cases) be antedated 
as to such claims by an affidavit or declaration under 37 CFR 1.131 showing conpletion 
of the invention of onfy a single species, within the genus, prior to the effective date of the 
reference or activity (assuming, of course, that the reference or activity is not a statutory 
bar or a patent, or an application publication, claiming the same invention). See Ex parte 
Biesecker, 144 USPQ 129 (Bd. App. 1964). See, also, In reFong, 288 F.2d 932, 
129 USPQ 264 (CCPA 1961); In re Defano, 392 F.2d 280, 157 USPQ 192 (CCPA 
1968) (distinguishing chemical species of genus conpounds from embodiments of a single 
inventbn). See, however, MPEP § 715.03 for practice relative to cases in unpredictable 



71 5.03 .\ Genus-Species, Practice Relative to Cases Where Predictability Is in 
Question 



Where generic claims have been rejected on a reference or activity whicl^^sclose^ a 
species not antedated by the aflSdavit or declaration, the rejection will not ordinarify be 
withdrawn, subject to the rules set forth below, unless the applicant is able to establish 



SWEARING BEfflND ONE OF A PLURALITY OF COMBINED 

REFERENCES 





, that he or she was in possession of the generic invention prior to the effective date of the 
reference or activity. In other words, the aflSdavit or declaration under 37 CFR 1.131 
must show as much as the minimum disclosure required by a patent specification to 
fiimish siq^port for a generic claim 

REFERENCE OR ACTIVITY DISCLOSES SPECIES 



A. Species Claim 

Where the claim under rejection recites a species and the reference or activity discloses 
the claimed species, the rejection can be overcome under 37 CFR 1.131 direct^ by 
showing prior conpletion of the claimed species or indirectly by a showing of prior 
conpletion of a different species coiq^led with a showing that the claimed species would 
have been an obvious modification of the species completed by applicant. See In re 
Spiller, 500 F.2d 1170, 182 USPQ 614 (CCPA 1974). 

B. Genus Claim 

The princ5)le is well established that the disclosure of a species in a cited reference is 
suflScient to prevent a later applicant fi-om obtaining a "generic claim" /« re Gosteli, 872 
F.2d 1008, 10 USPQ2d 1614 (Fed. Cir. 1989); In re Slayter, 276 F.2d 408, 125 
USPQ 345 (CCPA 1960). 

Where the only pertinent disclosure in the reference or activity is a single species of the 
claimed genus, the applicant can overcome the rejection direct^ under 37 CFR 1 . 13 1 by 
showing prior possession of the species disclosed in the reference or activity. On the other 
hand, a reference or activity which discloses several species of a ^Mri d^^^can be 



overcome directly under 37 CFR 1.131 only by a showing that the applicant conpleted, 
prior to the date of the reference or activity, all of the species shown in the reference. In re 
Stempel 241 F.2d 755, 1 13 USPQ 77 (CCPA 1957). 

Proof of prior completion of a species different fi^omthe species of the reference or 
activity will be sufficient to overcome a reference indirectly under 37 CFR 1.131 if the 
species shown in the reference or activity would have been obvious in view of the species 
shown to have been made by the applicant. In re Clarke, 356 F.2d 987, 148 USPQ 665 
(CCPA 1966); In re Plumb, 470 F.2d 1403, 176 USPQ 323 (CCPA 1973); In re 
Hostettler, 356 F.2d 562, 148 USPQ 514 (CCPA 1966). Alternatively, if flie applicant 
cannot show possession of the species of flie reference or activity in this manner, flie 
applicant may be able to antedate the reference or activity indirect^ by, for example, 
showing prior conpletion of one or more species which put him or her in possession of 
the claimed genus prior to the reference's or activity's date. The test is whether the 
species conpleted by applicant prior to the reference date or the activity's date provided 
an adequate basis for inferring that the invention has generic applicability. In re Plumb, 
470 F.2d 1403, 176 USPQ 323 (CCPA 1973); In re Rainer, 390 F.2d 771, 156 
USPQ 334 (CCPA 1968); In re Clarke, 356 F.2d 987, 148 USPQ 665 (CCPA 
1966); In re Shokal, 242 F.2d 771, 1 13 USPQ 283 (CCPA 1957). 
It is not necessary for the aflSdavit evidence to show that the applicant viewed his or her 
invention as encompassing more than tiie species actually made. The test is whether the 
fects set out in the affidavit are such as would persuade one skilled in the art that the 
applicant possessed so much of the invention as is shown in the reference or activity. In 
re Schaub, 537 F.2d 509, 190 USPQ 324 (CCPA 1976). 

C. Species Versus Embodiments 

References or activities which disclo se one or more entibodiments of a single claimed 
invention, as opposed to species of ^ clamed gei^ can be overcome by filing a 37 



CFR 1.131 affidavit showing prior completion of a single embodiment of the invention, 
whether it is the same or a different embodiment fi"om that disclosed in the reference or 



, activity. See In re Fong, 288 F.2d 932, 129 USPQ 264 (CCPA 1961) (Where 
applicant discloses and claims a washing solution conprising a detergent and 
pofyviny^yrrolidone (P VP), wida no criticaKty alleged as to the particular detergent used, 
the PVP being used as a soil- suspending agent to prevent the redeposition of the soil 
renioved, the invention was viewed as the use of PVP as a soil- suspending agent in 
washing with a detergent. Tlie disclosure in the reference of the use of PVP with two 
detergents, both of which diflFered from that shown in applicant's 37 CFR 1.131 affidavit, 
was considered a disclosure of different embodiments of a single invention, rather than 
species of a claimed genus); In re Defano, 392 F.2d 280, 1 57 USPQ 1 92 (CCPA 
1968). 

REFERENCE OR ACTIVITY DISCLOSES CLAIMED GENUS 

In general, where the reference or activity discloses the claimed genus, a showing of 
conpletion of a single species within the genus is sufficient to antedate the reference or 
activity under 37 CFR 1.131. £'jc parte Biesecker, 144 USPQ 129 (Bd. App. 1964). 
hi cases where predictability is in question, on the other hand, a showing of prior 
conpletion of one or a few species within the disclosed genus is general^ not sufficient to 
overcoms the reference or activity. In re Shokal, 242 F.2d 771, 113 USPQ 283 (CCPA 
1957). Hie test is whetiier the species conpleted by applicant prior to the reference date 
or the date of tiie activity provided an adequate basis for inferring that the invention has 
generic appUcability. In reMantell ASA F.2d 1398, 172 USPQ 530 (CCPA 1973);//i 
re Rainer, 390 F.2d 771, 156 USPQ 334 (CCPA 1968); In re DeFano, 392 F.2d 280, 
157 USPQ 192 (CCPA 1968); In re Clarke, 356 F.2d 987, 148 USPQ 665 (CCPA 
1965). hi the case of a small genus such as the halogens, which consists of four species, a 
reduction to practice of three, or perhaps even two, species m^it show possession of the 
generic invention, while in the case of a genus comprising hundreds of species, reduction to 
practice of a considerabfy larger number of species would be necessary. In re Shokal 
supra. 

It is not necessary for the affidavit evidence to show that the applicant viewed his or her 
invention as enconpassing more than the species he or she actualfy made. The test is 
whether the fects set out in the affidavit are such as would persuade one skilled in the art 
that the applicant possessed so much of the invention as is shown in the reference. In re 
Schaub, 537 F. 509, 190 USPQ 324 (CCPA 1976). 

715.04 Who May Make Affidavit or Declaration; Formal Requirements of 
Affidavits and Declarations 

WHO MAY MAKE AFFIDAVIT OR DECLARATION 

The following parties may make an aflSdavit or declaration under 37 CFR 1.131: 

(A) All the inventors of the subject matter claimed. 

(B) An aflSdavit or declaration by less than all named inventors of an application is 
accepted where it is shown that less than all named inventors of an application 
invented the subject matter of the claim or claims under rejectioa For exanple, 
one of two joint inventors is accepted where it is shown that one of the joint 
inventors is the sole inventor of the claim or claims under rejection. 

(C) A party qualified under 37 CFR 1 .42, 1 .43, or 1 .47 in situation where some 
or all of the inventors are not available or not capable of joining in the filing of the 
applicatioa 

(D) The assignee or other party in interest when it is not possible to produce the 
aflidavit or declaration of die inventor. Ex parte Foster, 1903 CD. 213, 105 
O.G. 261 (Comm'rPat. 1903). 

AflSdavits or declarations to overcome a rejection of a claim or claims must be made 



